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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 7, 10, and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Inoue 
(5,743,971). 

Inoue discloses a gasket comprising a metal plate and film comprising silica and two 
acids, which can be different (see col. 1:59-65 and col. 2-3:34, particularly col. 3:15, 16, 24, 28- 
29, and 32-33), and a metal. The second acid can be a fluorocomplex such as fluoro-titanic or 
fluoro-zirconate acid (see col. 2, lines 40-50). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1, 4-6, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsuzaki (2003/0072962) in view of Inoue. 

Matsuzaki discloses a gasket comprising a metal plate (paragraph 49), film (e.g. oxide 
coating), and an organic layer. The film is made from silica (paragraph 227), an acid, and a 
metal. The metal can be Mn, Mg, or Al. The acid and silica (and metal) can be present in the 



Application/Control Number: 10/659,272 Page 3 

Art Unit: 3673 

percentages required by the claims (see paragraphs 235 and 236). Matsuzaki does not disclose 
the acid is a fluorocomplex. Inoue teaches a gasket with a film and organic layer. Inoue teaches 
suitable art equivalent acids, such as phosphoric acid and fluorocomplex acids. Therefore, it 
would have been obvious for one of ordinary skill in the art at the time the invention was made 
to use a fluorocomplex as the acid instead of phosphoric acid as both are suitable acids in such 
films as taught by Inoue. 

Matsuzaki does not specifically state the organic coating is a rubber layer, but some 
examples are given in paragraph 156. The selection of a known material based on its suitability 
for its intended use is not considered inventive. See In re Leshin, 125 USPQ 416 (CCPA 1960). 
Further, it is known that rubber, resins, polyurethanes (which can be a rubber), etc. are known 
coating layers used in gaskets as evidenced by Teranishi '830 (see col. 6:21-33). Therefore, it 
would have been obvious for one of ordinary skill in the art at the time the invention was made 
to make the organic coating a rubber coating/layer. The limitation "bonded by vulcanization" is 
considered a process in a product claim and is given little patentable weight. 
5. Claims 1, 8, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Inoue 
in view of Teranishi (6,502,830). 

Inoue discloses an organic coating such as a urethane. However, Inoue does not disclose 
the coating is one of the materials required by the claims. Teranishi teaches a gasket with a 
metal plate having a corrosion resistant coating and an organic coating. Teranishi teaches that 
rubbers and urethanes are art equivalent materials. Therefore, it would have been obvious for 
one of ordinary skill in the art at the time the invention was made to use silicone or rubber as the 
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organic coating as such is an art equivalent. The limitation "bonded by vulcanization" is 
considered a process in a product claim and is given little patentable weight. 

Response to Arguments 
6. Applicant's arguments filed 9-21-06 have been fully considered but they are not 
persuasive. 

It appears Inoue discloses the fluorocomplex acids required by the claim. Inoue also 
teaches a variety of acids that are suitable for such films, and thus are considered art equivalents. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alison K. Pickard whose telephone number is 571-272-7062. 
The examiner can normally be reached on M-F (10-7:30), with alternate Friday's off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tricia Engle can be reached on 571-272-6660. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Alison K. Pickard 
Primary Examiner 
Art Unit 3673 

AP 



